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Original equipment or pattern part?  Anyone who has experienced a fender-bender or owns an older 
vehicle will most likely have asked themselves this question in the course of contemplating repairs.  
However, the law and policy behind it has vexed EU lawmakers for a number of decades and doesn’t 
look likely to be resolved any time soon. 
 
The distinctive aspects of a complex product (such as a car) constitute a design, as do the distinctive 
aspects of those components which make up the complex product.  As designers of those parts and 
the complex products they make up, car manufacturers expect and are entitled to design protection 
under IP law.  However, this right has long been in tension with the principles underpinning EU 
competition law: by granting design protection to the original manufacturer for a body panel (say), a 
consumer needing to replace that part has no option but to purchase it from the original 
manufacturer.  This gives car manufacturers an effective monopoly in the spare parts market. 
 
For components whose appearance is dictated by their function, the position is relatively 
straightforward.  Component parts which are not visible in normal use are excluded from Community 
design protection by Art. 4 (2) of the Community Design Regulation (CDR), while protection for parts 
whose designs are solely dictated by technical function are excluded by 8 (1) of the CDR.  For parts 
not falling within those two categories, but whose appearance is dictated by the requirement to 
connect to, or fit around another part in order to function, design protection is excluded by Art. 8 (2) 
of the CDR. 
 
The main battleground for litigation, therefore, has been over visible parts which are required to 
replicate the appearance of those in respect of which the original manufacturer claims design 
protection, but fall outwith the categories described above.  There are some very good reasons for 
giving car manufacturers this kind of design protection.  Without it, parts manufacturers could 
reproduce and sell body panel designs as kits, designed to be bolted onto a compatible donor 
chassis in order to create a replica vehicle.  Both Mercedes-Benz and Ferrari have been prolific in 
seeking delivery and destruction of replica vehicles built in this way in recent years.  In 2012 
Mercedes-Benz, following a claim in a German court, seized and (very publicly) destroyed an entire 
300SL Gullwing replica. 
 
However, the spare parts manufacturers have long contended that such a high level of design 
protection is anti-competitive, as it denies consumers the right to choose where and how to source 
spare parts, and keeps prices for those parts high.  This argument was considered by the 
Commission in Pelikan/Kyocera, a case concerning toner cartridges for printers.  In that case it was 
held that if purchasers in the primary market knew at the outset that they could only purchase spare 
parts from the original manufacturer, that could be factored into their purchasing decision.  
Consumers are capable of taking proper account of the whole-life costs of a product, and as long as 
they were able to do that when deciding whether or not to buy a particular product in the primary 
market, there would be no anti-competitive situation in the after-market.  For the automotive industry, 
this means that as long as there is competition in the car market, it is not necessary for there to be 
competition in the spare parts market. 
 
To date, the solution to the above debate has been a “repair clause”.  Article 110 of the CDR states 
that protection as a Community design shall not exist for a design which constitutes a component 
part of a complex product which is used for the purposes of repair and in order to restore the complex 
product to its original appearance.  This,  of course, only limits protection as a Community design; it 
has not prevented individual member states from choosing whether to adopt or exclude repair 
clauses in their national legislation, and if the former, how to implement them.  Poland provides a 
good example of this: before 1st November 2007, designs registered with the Polish Patent Office 
enjoyed complete protection in Poland for a maximum of 25 years.  However, following an 
amendment to the Polish Act of 30th June 2000 on Intellectual Property, a repair clause was inserted 
limiting the scope of national design protection in the same terms as Art. 110.  To date, 11 EU 



 

 

member states, including the UK and Poland, have adopted a repair clause or equivalent measure 
in one form or another. 
 
In an attempt to harmonise the position, the Commission sought to introduce a universal repair 
clause in the Design Directive 98/71/EC.  Negotiations to that end began in 2004, but the proposal 
was finally withdrawn in May 2014 due to a lack of consensus between member states.  As a result, 
the law on when design protection ceases to apply to a visible spare part continues to be something 
of a mishmash. 
 
In order to fall within the scope of Art. 110, two elements must be present: first, there must be an 
objective necessity to imitate the appearance of the part in question in order to return the car to its 
original appearance; and secondly, the act of imitating the original part must be done for the purpose 
of repairing the car. 
 
Both of the above elements were considered in BMW AG v Round & Metal Ltd. and anor [2012] 
EWHC (2099) (Pat), a case concerning the sale of alloy wheels for BMW and MINI vehicles.  In that 
case, Arnold J held that there was no objective necessity for the alloy wheels sold by Round & Metal 
(RM) to imitate BMW’s designs because Art. 110 needed to be read in conjunction with Recital 13 
to the CDR, which refers to “a component part of a complex product upon whose appearance the 
design is dependant”.  On the evidence, the design of the alloy wheels was not dependent on the 
appearance of the car as it was possible to specify the cars at the point of sale with any of a number 
of alloy wheel designs, and certain designs were used by BMW across a number of different models.  
The situation would be different in case of a part such as a body panel or bumper where there was 
“no realistic alternative to replacing the part with one of the same design if the original part becomes 
damaged”.  In addition, the court held that the “original appearance” referred to in Art. 110 meant the 
original appearance of the car as supplied by the manufacturer, and not that which resulted where a 
previous owner had upgraded the car.  The rationale for this was that the purpose of Art. 110 was to 
prevent car manufacturers for monopolising the spare parts market; if a previous owner had fitted 
non-standard wheels, that consideration fell away. 
 
On the question of repair, Arnold J held that in order to fall within Art. 110, the component part must 
be normally used for the purpose of repair (as contended for by BMW), and not merely suitable for 
such a purpose (as contended for by RM).  On this question, he found against RM on the evidence, 
namely that the wheels were only sold in sets of four and only imitated BMW’s larger designs, and 
not the more pedestrian ones.  They were therefore upgrades rather than mere repair components.  
As a result, RM could not claim the protection of Art. 110, and the court found that it had infringed 
BMW’s registered designs. 
 
Just to keep things interesting, the case of Ford Motor Company v Wheeltrims srl. (C-500/14) throws 
trademarks into the mix.  In that case, the defendant manufactured and sold wheeltrims designed to 
fit Ford vehicles.  As part of their construction, the wheel trims featured Ford logos, which Ford had 
registered as trademarks.  Ford contended that this infringed its trademarks and commenced 
proceedings in the Tribunale Ordinario di Torino.  Wheeltrims ran a defence based on Art. 110, 
arguing that the reproduction of the Ford logos on its products was  not intended to indicate the 
provenance of the parts in question, but was necessary in order to restore the original aesthetic 
appearance of the vehicle.  The Italian court referred the matter to the ECJ, and judgment was 
handed down in October 2015.  The ECJ held that Art. 110 did not allow manufacturers of spare 
parts to reproduce trademarks on their products merely in order to restore the original appearance 
of the complex product.  As a result, Ford’s trademarks had been infringed. 
 
Both BMW and Ford illustrate the restrictions on Art. 110 and the care with which the courts have 
sought to define the limits of what constitutes a repair in order to strike a balance between design 
protection and competition.  The car manufacturers will no doubt be heartened by the decisions in 
those cases, while those resistant to a repair clause on the grounds that it would have a 
disproportionate effect on IP rights ought to find their concerns at least somewhat mollified.  
However, with further attempts at formal harmonisation across the EU seemingly abandoned for the 



 

 

time being, it will fall to the courts in cases such as these to lead the way in shaping and interpreting 
the law in this area. 


